
On February 9, 2012, the U.S. Food and Drug Administration (FDA) published its long-awaited biosimilar guidance 
documents as a follow-up to the Biologics Price Competition and Innovation Act of 2009 (Biosimilars Act) that was 
signed into law by President Obama on March 23, 2010.  The legislation, which was inspired by the 1984 Hatch-
Waxman Act establishing a generic pathway for small molecule drugs, provides a new biosimilar pathway for the 
approval of large molecule (biologic) drugs. 

While there are important similarities in the two regulatory schemes, there are many more differences.  Generic 
manufacturers who are familiar with Hatch-Waxman and are looking for expedited entry into the biosimilars market 
may be disappointed. 
 
Overview 

Hatch-Waxman created two generic approval pathways for small molecule drugs – 505(b)(2) applications (so-called 
“paper NDAs”) and ANDAs, with the latter requiring only bioequivalence studies to be considered therapeutically 
equivalent and fully substitutable by pharmacies for the pioneer drug.  The Biosimilars Act also establishes two 
categories of generic biologics under a similar scheme – biosimilars and “interchangeable” biologic products with only 
the latter requiring clinical trials to be considered fully substitutable for the pioneer biologic by pharmacies. 

A biosimilar product is defined as one that is “highly similar” to the pioneer product notwithstanding minor differences 
in clinically inactive components and where there are no clinically meaningful differences in terms of safety, purity and 
potency.  An interchangeable biological product is one found to be biosimilar which means it is expected to produce 
the same clinical result as the pioneer in any given patient and, if administered more than once to an individual the risk 
in terms of safety or diminished efficacy of alternating or switching between use of the product and the pioneer is no 
greater than the risk of using the pioneer without such alteration or switch. 

Both Hatch-Waxman and the Biosimilars Act provide pioneer, generic, and pediatric exclusivities to protect innovator 
and “first mover” investments.  In addition, both Acts allow for the challenge of pioneer patents prior to launch but 
patent litigation under the Biosimilars Act is more complicated and risky than under Hatch-Waxman.  In addition, 
Hatch-Waxman provides for the public listing of pioneer patents in the Orange Book and for automatic 30-month stay 
of FDA approval during patent litigation, whereas the Biosimilars Act has no comparable features. 
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Pioneer Exclusivities 

Like Hatch-Waxman, the Biosimilar Act provides pioneer companies that invest in and develop biological drug prod-
ucts with an exclusivity period so that they can recoup their investment. 

Hatch-Waxman provides a five-year marketing exclusivity for new active moiety as compared to the Biosimilar Act, 
which has a 12-year marketing exclusivity for new “biological structures.”  If a biosimilar application is filed by the 
same sponsor or manufacturer of the pioneer product (or a related party), the changed biological structure must also 
result in a (1) change in indications, route of administration, dosing schedule, dosing form, delivery system, delivery 
device or strength or (2) change in safety, purity or potency for a new 12-year exclusivity period to be awarded. 

Under Hatch-Waxman, a generic can file an application after four years of new active moiety (5-year) exclusivity 
provided a patent challenge accompanies the filing.  Under the Biosimilars Act, an applicant can file after four years 
of biologic structure (12-year) exclusivity. 

Both laws include opportunities for pediatric exclusivity.  Under Hatch-Waxman, pediatric exclusivity adds six 
months to all exclusivities and to Orange Book listed patents.  The pediatric exclusivity under the Biosimilars Acts 
adds six months to 12-year exclusivity and six months to the four-year filing restriction. 

Generic Exclusivities 

The first generic filer to certify under Paragraph IV (challenging the pioneer’s Orange Book patents) receives six 
months of generic exclusivity.  The Biosimilar Act provides broader exclusivity incentives to the first approved 
“interchangeable” biologic product.  Once the first interchangeable product has been approved, no subsequent inter-
changeable applications will be approved until one year after the first commercial marketing by the first licen-
see.  That timetable is extended in the event of litigation against the first licensee. 

The Biosimilar Patent Dance 

Pioneer manufacturers are given procedural rights to litigate drug patents prior to generic launch under both Acts, 
but that is where the similarity ends.  Under Hatch-Waxman, pioneers are required to list all patents that claim the 
drug or method of using the drug in the Orange Book and   generic applicants seeking to enter the market prior to 
expiration are required to notify the pioneer and provide a detailed analysis as to why it believes each challenged pat-
ent is invalid or will not be infringed.  If the pioneer files suit within 45 days of such notice, the FDA is required to 
suspend review and approval of the ANDA for 30 months unless shortened or lengthened by court order. 

The Biosimilars Act does not provide anything comparable to the Orange Book.  Instead, a biosimilar applicant learns 
of the patents that protect the pioneer biologic only after providing the pioneer with confidential access to its applica-
tion and related manufacturing process.  The biosimilar applicant and pioneer then undertake a complex exchange of 
patent information (the “patent dance”) over an approximate two-month period to compile a list of “agreed to” pat-
ents that will be subject to a “first wave” of pre-launch litigation. The pioneer then has 30 days to file suit on those 
patents to enjoin biosimilar launch or else only royalties can be obtained in subsequent litigation on those patents. 

The Biosimilars Act also provides for a “second wave” of pre-launch litigation by requiring the biosimilar applicant to 
notify the pioneer a second time at least 180 days prior to launch.  Patents that were disclosed, but not on the 
“agreed to” list during the first dance, are eligible for possible injunctive relief, and applicants can file Declaratory 
Judgments during this second wave on patents that the pioneer elects not to pursue. 

The Long-Awaited FDA Guidance 

There are no approved biosimilars in the U.S. yet, as the industry has been waiting for the recently released FDA 
guidelines on the scientific and technical data the agency will require of applicants to gain market approval.  The new 
guidelines provide valuable insight into the more complex biosimilar process.  Let’s compare. 
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•    Demonstrating Generic Small Molecules Bioequivalency  

To be approved, generic drug applicants must demonstrate “bioequivalency” in addition to providing information regard-
ing the labeling, chemistry, manufacturing, and quality of its drug product.  Instead of conducting extensive clinical test-
ing, ANDA applicants can rely on the clinical trials, including the safety and efficacy results obtained by the reference 
pharmaceutical product. 

A generic drug is bioequivalent when the rate and extent of absorption of the drug (its “bioavailability”) are not signifi-
cantly different from those of the reference drug.  The type of studies demonstrating bioequivalency depend upon the 
dosage form and route (e.g. oral versus injectable), but generally the standards of proving equivalence are well estab-
lished (provided in FDA guidance and the U.S. Pharmacopoeia).  These include certain simple in vitro studies and in vivo 
biostudies.  Overall, demonstrating bioequivalency is relatively straightforward and not expensive. 

•    Demonstrating Biosimilarity: A More Complex Endeavor 

Biosimilar product applicants have a more involved (and more expensive) approval process.  The FDA has proposed a 
“stepwise” approach to demonstrating biosimilarity, starting with extensive structural and functional characterization of 
the proposed and referenced product.  This characterization is the “foundation” of a biosimilar development program and 
informs the type and extent of additional studies that the FDA will require. 

The structural characterization should use state of the art technology comparing primary structure, higher order struc-
ture, enzymatic post-translational modifications, and other potential variants and modifications.  Also, this characteriza-
tion should be performed on several lots to determine if the manufacturing process will result in variability.  The func-
tional characterization involves comparing the proposed and reference product to show that the biologic activity and po-
tency are highly similar, there are no clinically meaningful differences, and the mechanism of action is the same. 

The FDA also proposes that applicants conduct animal studies, including animal toxicity studies, to demonstrate biosimi-
larity.  Animal toxicity studies are useful when the structural and functional characterization leave uncertainties about the 
safety of the proposed product that need to be addressed before initiating clinical studies in humans.  However, if the 
biosimilar product is shown to be highly similar, applicants need not conduct the vast animal safety studies required for 
the original approval of the biologic, e.g., nonclinical safety pharmacology, reproductive and developmental toxicity, and 
carcinogenicity studies. 

The animal studies envisioned by the FDA will likely include pharmacokinetic (PK) and pharmacodynamics (PD) studies, 
which can be incorporated into a single animal toxicity study if appropriate.  Although animal immunogenicity studies are 
generally not predictive of potential responses in humans, if there is a concern of immunogenic reactions from impurities 
or excipients, animal studies may be required. 
 
Applicants will generally be required to conduct clinical studies sufficient to demonstrate safety, purity, and potency for 
the intended use.  The scope will depend upon the uncertainty level about the biosimilarity after structure and functional 
characterization and animal studies.  The FDA has emphasized that human PK and PD studies, as well as immunogenicity 
comparisons, will generally be required, as these cannot be adequately predicted from functional assays and studies in 
animals. 

Beyond these, additional clinical studies may be required to demonstrate safety and effectiveness, but the FDA envisions 
discussing the type and extent of further studies with the applicant depending upon what residual uncertainties remain 
about biosimilarity. 



Copyright © 2012 

Pharmaceutical Compliance Monitor 

www.PharmaComplianceMonitor.com 

Special Report ID: 120201 

This publication may not be reproduced in any form without express 
consent of the publisher. 

Reprints of this publication can be obtained by contacting: 

Pharmaceutical Compliance Monitor 

Reprints@PharmaComplianceMonitor.com 

TERRY G. MAHN is head of the Regulatory and Government Affairs 
Practice at Fish & Richardson in Washington, D.C., where he practices 
primarily before the FDA and FCC helping clients with technically 
complex product authorizations. 
 
He can be reached at Mahn@FR.com. 
 

PHARMACEUTICAL COMPLIANCE MONITOR 

ABOUT THE AUTHORS 

DR. GAURI M. DHAVAN is an associate in the Patent Litigation Group at 
Fish & Richardson in Boston, where she focuses her practice in biotechnol-
ogy, pharmaceuticals, medical devices, and high technology.   

She can be reached at Dhavan@FR.com. 

 

http://www.fr.com/searchresults.aspx?q=Mahn
http://www.fr.com/Gauri-M-Dhavan/
http://www.fr.com/Regulatory-Services/
http://www.fr.com/life-sciences/
http://www.fr.com/life-sciences/

	reprinted from

	www.PharmaComplianceMonitor.com

	March 13, 2012

	Page #

	Page #

	Pharmaceutical Compliance Monitor

	About the Authors



<<

  /ASCII85EncodePages false

  /AllowTransparency false

  /AutoPositionEPSFiles true

  /AutoRotatePages /None

  /Binding /Left

  /CalGrayProfile (Dot Gain 20%)

  /CalRGBProfile (sRGB IEC61966-2.1)

  /CalCMYKProfile (U.S. Web Coated \050SWOP\051 v2)

  /sRGBProfile (sRGB IEC61966-2.1)

  /CannotEmbedFontPolicy /Error

  /CompatibilityLevel 1.4

  /CompressObjects /Tags

  /CompressPages true

  /ConvertImagesToIndexed true

  /PassThroughJPEGImages true

  /CreateJobTicket false

  /DefaultRenderingIntent /Default

  /DetectBlends true

  /DetectCurves 0.0000

  /ColorConversionStrategy /CMYK

  /DoThumbnails false

  /EmbedAllFonts true

  /EmbedOpenType false

  /ParseICCProfilesInComments true

  /EmbedJobOptions true

  /DSCReportingLevel 0

  /EmitDSCWarnings false

  /EndPage -1

  /ImageMemory 1048576

  /LockDistillerParams false

  /MaxSubsetPct 100

  /Optimize true

  /OPM 1

  /ParseDSCComments true

  /ParseDSCCommentsForDocInfo true

  /PreserveCopyPage true

  /PreserveDICMYKValues true

  /PreserveEPSInfo true

  /PreserveFlatness true

  /PreserveHalftoneInfo false

  /PreserveOPIComments true

  /PreserveOverprintSettings true

  /StartPage 1

  /SubsetFonts true

  /TransferFunctionInfo /Apply

  /UCRandBGInfo /Preserve

  /UsePrologue false

  /ColorSettingsFile ()

  /AlwaysEmbed [ true

  ]

  /NeverEmbed [ true

  ]

  /AntiAliasColorImages false

  /CropColorImages true

  /ColorImageMinResolution 300

  /ColorImageMinResolutionPolicy /OK

  /DownsampleColorImages true

  /ColorImageDownsampleType /Bicubic

  /ColorImageResolution 300

  /ColorImageDepth -1

  /ColorImageMinDownsampleDepth 1

  /ColorImageDownsampleThreshold 1.50000

  /EncodeColorImages true

  /ColorImageFilter /DCTEncode

  /AutoFilterColorImages true

  /ColorImageAutoFilterStrategy /JPEG

  /ColorACSImageDict <<

    /QFactor 0.15

    /HSamples [1 1 1 1] /VSamples [1 1 1 1]

  >>

  /ColorImageDict <<

    /QFactor 0.15

    /HSamples [1 1 1 1] /VSamples [1 1 1 1]

  >>

  /JPEG2000ColorACSImageDict <<

    /TileWidth 256

    /TileHeight 256

    /Quality 30

  >>

  /JPEG2000ColorImageDict <<

    /TileWidth 256

    /TileHeight 256

    /Quality 30

  >>

  /AntiAliasGrayImages false

  /CropGrayImages true

  /GrayImageMinResolution 300

  /GrayImageMinResolutionPolicy /OK

  /DownsampleGrayImages true

  /GrayImageDownsampleType /Bicubic

  /GrayImageResolution 300

  /GrayImageDepth -1

  /GrayImageMinDownsampleDepth 2

  /GrayImageDownsampleThreshold 1.50000

  /EncodeGrayImages true

  /GrayImageFilter /DCTEncode

  /AutoFilterGrayImages true

  /GrayImageAutoFilterStrategy /JPEG

  /GrayACSImageDict <<

    /QFactor 0.15

    /HSamples [1 1 1 1] /VSamples [1 1 1 1]

  >>

  /GrayImageDict <<

    /QFactor 0.15

    /HSamples [1 1 1 1] /VSamples [1 1 1 1]

  >>

  /JPEG2000GrayACSImageDict <<

    /TileWidth 256

    /TileHeight 256

    /Quality 30

  >>

  /JPEG2000GrayImageDict <<

    /TileWidth 256

    /TileHeight 256

    /Quality 30

  >>

  /AntiAliasMonoImages false

  /CropMonoImages true

  /MonoImageMinResolution 1200

  /MonoImageMinResolutionPolicy /OK

  /DownsampleMonoImages true

  /MonoImageDownsampleType /Bicubic

  /MonoImageResolution 1200

  /MonoImageDepth -1

  /MonoImageDownsampleThreshold 1.50000

  /EncodeMonoImages true

  /MonoImageFilter /CCITTFaxEncode

  /MonoImageDict <<

    /K -1

  >>

  /AllowPSXObjects false

  /CheckCompliance [

    /None

  ]

  /PDFX1aCheck false

  /PDFX3Check false

  /PDFXCompliantPDFOnly false

  /PDFXNoTrimBoxError true

  /PDFXTrimBoxToMediaBoxOffset [

    0.00000

    0.00000

    0.00000

    0.00000

  ]

  /PDFXSetBleedBoxToMediaBox true

  /PDFXBleedBoxToTrimBoxOffset [

    0.00000

    0.00000

    0.00000

    0.00000

  ]

  /PDFXOutputIntentProfile ()

  /PDFXOutputConditionIdentifier ()

  /PDFXOutputCondition ()

  /PDFXRegistryName ()

  /PDFXTrapped /False



  /CreateJDFFile false

  /Description <<



    /BGR <>

    /CHS <FEFF4f7f75288fd94e9b8bbe5b9a521b5efa7684002000410064006f006200650020005000440046002065876863900275284e8e9ad88d2891cf76845370524d53705237300260a853ef4ee54f7f75280020004100630072006f0062006100740020548c002000410064006f00620065002000520065006100640065007200200035002e003000204ee553ca66f49ad87248672c676562535f00521b5efa768400200050004400460020658768633002>

    /CHT <FEFF4f7f752890194e9b8a2d7f6e5efa7acb7684002000410064006f006200650020005000440046002065874ef69069752865bc9ad854c18cea76845370524d5370523786557406300260a853ef4ee54f7f75280020004100630072006f0062006100740020548c002000410064006f00620065002000520065006100640065007200200035002e003000204ee553ca66f49ad87248672c4f86958b555f5df25efa7acb76840020005000440046002065874ef63002>

    /CZE <>

    /DAN <>

    /DEU <>

    /ESP <>

    /ETI <>

    /FRA <>

    /GRE <>



    /HRV (Za stvaranje Adobe PDF dokumenata najpogodnijih za visokokvalitetni ispis prije tiskanja koristite ove postavke.  Stvoreni PDF dokumenti mogu se otvoriti Acrobat i Adobe Reader 5.0 i kasnijim verzijama.)

    /HUN <>

    /ITA <>

    /JPN <FEFF9ad854c18cea306a30d730ea30d730ec30b951fa529b7528002000410064006f0062006500200050004400460020658766f8306e4f5c6210306b4f7f75283057307e305930023053306e8a2d5b9a30674f5c62103055308c305f0020005000440046002030d530a130a430eb306f3001004100630072006f0062006100740020304a30883073002000410064006f00620065002000520065006100640065007200200035002e003000204ee5964d3067958b304f30533068304c3067304d307e305930023053306e8a2d5b9a306b306f30d530a930f330c8306e57cb30818fbc307f304c5fc59808306730593002>

    /KOR <FEFFc7740020c124c815c7440020c0acc6a9d558c5ec0020ace0d488c9c80020c2dcd5d80020c778c1c4c5d00020ac00c7a50020c801d569d55c002000410064006f0062006500200050004400460020bb38c11cb97c0020c791c131d569b2c8b2e4002e0020c774b807ac8c0020c791c131b41c00200050004400460020bb38c11cb2940020004100630072006f0062006100740020bc0f002000410064006f00620065002000520065006100640065007200200035002e00300020c774c0c1c5d0c11c0020c5f40020c2180020c788c2b5b2c8b2e4002e>

    /LTH <>

    /LVI <>

    /NLD (Gebruik deze instellingen om Adobe PDF-documenten te maken die zijn geoptimaliseerd voor prepress-afdrukken van hoge kwaliteit. De gemaakte PDF-documenten kunnen worden geopend met Acrobat en Adobe Reader 5.0 en hoger.)

    /NOR <>

    /POL <>

    /PTB <>

    /RUM <>

    /RUS <>

    /SKY <>

    /SLV <>

    /SUO <>

    /SVE <>

    /TUR <>

    /UKR <>

    /ENU (Use these settings to create Adobe PDF documents best suited for high-quality prepress printing.  Created PDF documents can be opened with Acrobat and Adobe Reader 5.0 and later.)

  >>

  /Namespace [

    (Adobe)

    (Common)

    (1.0)

  ]

  /OtherNamespaces [

    <<

      /AsReaderSpreads false

      /CropImagesToFrames true

      /ErrorControl /WarnAndContinue

      /FlattenerIgnoreSpreadOverrides false

      /IncludeGuidesGrids false

      /IncludeNonPrinting false

      /IncludeSlug false

      /Namespace [

        (Adobe)

        (InDesign)

        (4.0)

      ]

      /OmitPlacedBitmaps false

      /OmitPlacedEPS false

      /OmitPlacedPDF false

      /SimulateOverprint /Legacy

    >>

    <<

      /AddBleedMarks false

      /AddColorBars false

      /AddCropMarks false

      /AddPageInfo false

      /AddRegMarks false

      /ConvertColors /ConvertToCMYK

      /DestinationProfileName ()

      /DestinationProfileSelector /DocumentCMYK

      /Downsample16BitImages true

      /FlattenerPreset <<

        /PresetSelector /MediumResolution

      >>

      /FormElements false

      /GenerateStructure false

      /IncludeBookmarks false

      /IncludeHyperlinks false

      /IncludeInteractive false

      /IncludeLayers false

      /IncludeProfiles false

      /MultimediaHandling /UseObjectSettings

      /Namespace [

        (Adobe)

        (CreativeSuite)

        (2.0)

      ]

      /PDFXOutputIntentProfileSelector /DocumentCMYK

      /PreserveEditing true

      /UntaggedCMYKHandling /LeaveUntagged

      /UntaggedRGBHandling /UseDocumentProfile

      /UseDocumentBleed false

    >>

  ]

>> setdistillerparams

<<

  /HWResolution [2400 2400]

  /PageSize [612.000 792.000]

>> setpagedevice



